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Application No.: 10/705,316 
Atty Docket No. : 62026.US 
Client Docket No.: EI-7595 

In The United States Patent And Trademark Office 

In re Application of Ramnath N. IYER et al. Examiner: Lang, Amy T. 

Application No.: 10/705,316 Art Unit: 1714 

Date Filed: November 10, 2003 Confirmation No.: 4450 

Title: LUBRICANT COMPOSITIONS 

FOR POWER TRANSMITTING FLUIDS 

PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop AF 
Commissioner for Patents 
P.O Box 1450 
Alexandria VA 22313-1450 

Sir: 

In response to the final office action dated January 09, 2007, and Advisory Action 
mailed March 26, 2007, Applicants hereby respectfully request consideration of the 
arguments presented in this Pre-Appeal request and request favorable action in response 
thereto. 

This response is believed to be timely filed with a two-month extension, as it is 
being filed within five months of the mailing date of the present Office Action. 



Application No.: 10/705,316 
Atty Docket No. : 62026.US 
Client Docket No.: EI-7595 



Remarks 

The invention, as defined by the currently pending independent claims, relates to 
an additive composition (and to fluids including such an additive as well as to methods of 
using such additives and fluids) which includes at least two dispersants and a metal- 
containing, overbased detergent. The first dispersant contains both phosphorus and 
boron. The second dispersant also contains boron, but is free of phosphorus. 

Error Related to Rejections Based on the Srinivasan '441 Application 

Srinivasan '441 fails to disclose the combination of at least two dispersants. 
Further, Srinivasan '441 fails to disclose the combination of a phosphorus- and boron- 
containing dispersant and a boron-containing dispersant, free of phosphorus. Srinivasan 
'441 discloses the use of either a phosphorus-containing dispersant or a boron containing 
dispersant fll 0046). Most preferably, Srinivasan '441 discloses the use of a single 
dispersant which includes both phosphorus and boron fl] 0058 and Table I). 

Therefore, an essential element of the claims is not met by Srinivasan '441 and a 
prima facie rejection is not made. 

Error Related to Rejections Based on the Chrisope Patent and the Srinivasan '441 
Application 

Chrisope does not disclose or suggest the use of an overbased detergent, as the 
Examiner concedes. Further, the Chrisope patent would clearly lead one of ordinary skill 
away from the use of a metal-containing detergent. In fact, the entire point of the 
Chrisope patent is to provide a composition which is "devoid" of metal-containing 
components (Col. 1 , lines 33 - 34). See also Claims 1 and 1 7, the only independent 
claims of the Chrisope patent. Both claims explicitly specify a composition which is 
"devoid or essentially devoid of metal-containing components." While the Chrisope 
patent may make passing reference to "metal-containing detergents" (Col. 12, lines 5 - 
10), their use is clearly non-preferred according to Chrisope. Further, the use of a metal- 
containing detergent may not contain more than 100 ppm of metal (Col. 12, lines 5-10), 
which would be clear to one of skill in the art as not being an overbased detergent. 
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Thus, there is no motivation for one of skill in the art to combine Chrisope with 
Srinivasan '441. Chrisope teaches away from using metal-containing detergents, and 
furthermore, does not disclose overbased, metal-containing detergents. The Federal 
Circuit has clearly indicated that if a proposed modification to the art would render it 
"inoperable for its intended purpose", the reference, "in effect ... teaches away from the ... 
proposed modification." In re Gordon, 221USPQ 1 125 (Fed. Cir. 1984). It is, therefore, 
an error for the Examiner to make a combination that would render the Chrisope patent 
inoperable for its intended purpose. 

Error Related to Rejections Based on the Srinivasan '236 Patent and the Srinivasan '441 
Application 

Srinivasan '236 does not disclose or suggest the use of an overbased detergent, as 
the Examiner concedes. Further, Srinivasan '236 would clearly lead one of ordinary skill 
away from the use of a metal-containing detergent. In fact, the entire point of Srinivasan 
'236 is to provide a composition having "little or no content of metals." (Col. 1, lines 35 
- 37). Although the Srinivasan '236 patent refers to the possibility of using "very small 
amounts" and "no more than 100 ppm of metal" of metal-containing detergents, the 
overall teaching of the reference would lead one of ordinary skill away from the use of 
any metal-containing detergent. (Col. 12, lines 27-36). Further, the Srinivasan '236 
patent teaches away from the use of overbased detergents. According to Srinivasan '236, 
any detergents used are preferably "neutral salts," which one of skill in the art would 
recognize as not being overbased. (Col. 12, line 33). 

Thus, there is no motivation for one of skill in the art to combine Srinivasan '236 
with Srinivasan '441. Srinivasan '236 teaches away from using metal-containing 
detergents, and furthermore, does not disclose overbased, metal-containing detergents, 
like Chrisope. The Federal Circuit has clearly indicated that if a proposed modification 
to the art would render it "inoperable for its intended purpose", the reference, "in effect ... 
teaches away from the ... proposed modification." In re Gordon, 221USPQ 1 125 (Fed. 
Cir. 1984). It is, therefore, an error for the Examiner to make a combination that would 
render the Srinivasan '236 patent inoperable for its intended purpose. 
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